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DETAILED ACTION 

Election/Restrictions 

1 . Claims 61 -69 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on 6/24/08. Applicant argued groups I, II and III have unity of invention because 
they contain the same special technical feature, the filter of claim 1 . The filter of 
Kahana anticipates the filter of claim 1 , therefore the technical feature common to all 
groups is not a special technical feature. The limitation in claim 1 of the filter having a 
particulate material is a recitation of intended use and does not add any structural 
limitations to the filter. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1-60 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-25 of 
copending Application No. 10/552631 . Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the copending application 
contains the same subject matter of a filter having slit like openings therein being 
included in a filter cartridge. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

3. Applicant is advised that should claims 24-43 be found allowable, claims 44-60 
will be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When 
two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Specification 

4. The disclosure is objected to because of the following informalities: Page 6 of 
the specification makes reference to specific claim numbers. Claim numbers may 
change during prosecution. 
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Appropriate correction is required. 

Claim Objections 

5. Claim 1 is objected to because of the following informalities: There is a 
typographical error in line 5 of the claim and it should read "...at least one slit-shaped ..." 

Claim 35 is objected to because of the following informalities: There is a 
typographical error and the claim should read "... the first extension extends towards..." 

Claim 38 is objected to because of the following informalities: There is a 
typographical error in line 4 of the claim and it should read "...a minimum value at one 
of the ends..." 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-22, 27 and 47 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the limitation "the first extension" and "the second extension" in 
lines 6 and 7. There is insufficient antecedent basis for this limitation in the claim. For 
examination purposes the slit shaped opening is assumed to have a first extension and 
a second extension. 
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Claims 4, 27 and 47 recite the second extension is equal to or less than 0.1 or 
0.08 mm. It is unclear what dimension the second extension is equal to or less than. 
For examination purposes the second extension taken to be equal to or less than 
0.1mm. 

Claim Rejections - 35 USC § 102 and 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 9-12, 14, 15, 23, 24, 32-35, 37. 44 and 52-56 are rejected under 35 
U.S.C. 102(b) as being anticipated by Kahana US 5 637 214. 

Claim 1, Kahana teaches a filter (60) including at least one slit shaped opening 
(64) having a first and second extension, the second extension being substantially 
perpendicular to a filter direction and to a first extension wherein a second extension is 
significantly shorter than the first extension (fig. 2-4). The recitation of the filter being for 
a cartridge containing a particular material is a recitation of intended use that does not 
further structurally limit the filter. 

Claims 9-12, 14, 15, Kahana further teaches the first extension is perpendicular 
to the filter direction (fig. 2-4); the filter includes a filter element (62), wherein the slit 
shaped opening extends through the filter element (fig. 2-4); the filter includes a plurality 
of slit shaped openings which extend through the filter element (fig. 2-4); the first 
extension of each slit shaped opening extend in a radial direction towards a center point 
of the filter element (fig. 2-4); the filter element has a conical shape (fig. 2-4); and the 
filter includes a peripheral support portion (42) connected to the filter element (fig. 2). 

Claim 23, Kahana teaches a cartridge including: an inner space, an inlet, an 
outlet and at least a first filter (62) arranged at the outlet wherein the filter includes at 
least one slit shaped opening (64) which has a first extension and a second extension 
being substantially perpendicular to the filter direction and to the first extension, wherein 
the second extension is shorter than the first extension (fig. 2-4). The recitation of the 
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cartridge containing a particulate material is a recitation of intended use and does not 
further structurally limit the cartridge. 

Claim 24, Kahana further teaches a second filter (34) arranged at the inlet, the 
second filter includes at least one slit shaped opening (48), which has a first extension 
and a second extension being substantially perpendicular to the filter direction and to 
the first extension, wherein the second extension is significantly shorter than the first 
extension (fig. 2). 

Claims 32-35, 37, Kahana further teaches the first extension is substantially 
perpendicular to the filter direction (fig. 2-4); the filter includes a filter element (62) 
wherein the slit shaped opening extends through the filter element (fig. 2-4); the filter 
includes a plurality of slit shaped openings which extend through the filter element (fig. 
2-4); the first extension extends towards a center point of the filter element (fig. 3-4); 
and the filter element of the second filter has a conical shape (fig. 2). 

Claim 44, Kahana teaches a cartridge including: an inner space, an inlet, an 
outlet and at least a second filter (34) arranged at the inlet wherein the second filter 
includes at least one slit shaped opening, which has a first extension and a second 
extension being substantially perpendicular to the filter direction and to the first 
extension, wherein the second extension is significantly shorter than the first extension 
(fig- 2). 

Claims 52-56, Kahana further teaches the first extension is substantially 
perpendicular to the filter direction (fig. 2); the filter includes a filter element (50) wherein 
the slit shaped opening extends through the filter element (fig. 2,4); the filter includes a 
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plurality of slit shaped openings which extend through the filter element (fig. 2,4); the 
first extension of each opening extends in a radial direction towards a center point of the 
filter element (fig. 2,4); and the filter element has a conical shape (fig. 2). 

8. Claims 1, 9-13, 23 and 32-36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by O'Brien et al. US 1 932 117. 

Claim 1, O'Brien teaches a filter including at least one slit shaped opening (15) 
having a first and second extension, the second extension being substantially 
perpendicular to the filter direction and to a first extension and a second extension is 
significantly shorter than the first extension (fig. 4). The recitation of the filter being for a 
cartridge containing a particular material is a recitation of intended use that does not 
further structurally limit the filter. 

Claims 9-13, O'Brien further teaches the first extension is perpendicular to the 
filter direction (fig. 4); the filter includes a filter element (14), wherein the slit shaped 
opening extends through the filter element (fig. 4); the filter includes a plurality of slit 
shaped openings which extend through the filter element (fig. 4); the first extension of 
each slit shaped opening extend in a radial direction towards a center point of the filter 
element (fig. 4); and the filter element has a shape of a substantially plane disc (fig. 
1,4). 

Claim 23, O'Brien teaches a cartridge including: an inner space, an inlet (2), an 
outlet (1 1) and at least a first filter (14) arranged at the outlet wherein the filter includes 
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at least one slit shaped opening (15) which has a first extension and a second extension 
being substantially perpendicular to the filter direction and to the first extension, wherein 
the second extension is shorter than the first extension (fig. 2,4). The recitation of the 
cartridge containing a particulate material is a recitation of intended use and does not 
further structurally limit the cartridge. 

Claims 32-36, O'Brien further teaches the first extension is substantially 
perpendicular to the filter direction (fig. 2,4); the filter includes a filter element (14) 
wherein the slit shaped opening extends through the filter element (fig. 2,4); the filter 
includes a plurality of slit shaped openings which extend through the filter element (fig. 
4); the first extension extends towards a center point of the filter element (fig. 4); and the 
filter element has a shape of a substantially plane disc (fig. 2,4). 

9. Claims 1, 5-7, 10, 11, 13, 18-21, 23, 28-30, 33, 34, 36 and 39-42 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Medworth US 5 976 370. 

Claim 1 , Medworth teaches a filter including at least one slit shaped opening (gap 
between (24) and (26)) having a first and second extension, the second extension being 
substantially perpendicular to the filter direction and to a first extension and a second 
extension is significantly shorter than the first extension (fig. 3). The recitation of the 
filter being for a cartridge containing a particular material is a recitation of intended use 
that does not further structurally limit the filter. 
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Claims 5-7, 10, 11, 13 and 1 8-21 , Medworth further teaches the second 
extension is ~0. 254mm (col. 3, lines 9-15); the filter includes a filter element (24 and 26) 
wherein the slit shaped opening extends through the filter element (fig. 3); the filter 
includes a plurality of slit shaped openings which extend through the filter element (Fig. 
3); the filter element has a shape of a substantially plane disc (col. 2, lines 45-50); the 
filter element is formed by a first disc (24) and a second disc (26) which are arranged 
substantially parallel with each other and separated from each other by an interspace 
that form the slit shaped opening (fig. 3); the interspace is formed by distance members 
(36) arranged in the interspace between the discs each of the distance members having 
a predetermined height corresponding to the second extension (fig. 1,3); each of the 
distance members includes a projection extending from one of the first disc and the 
second disc (fig. 1 ,3); and the first disc is provided with at least one aperture forming an 
outlet passage to the interspace and the second disc in provided with at least one 
aperture forming an inlet passage from the interspace (fig. 3). 

Claim 23, Medworth teaches a cartridge including: an inner space, an inlet, an 
outlet (22) and at least a first filter (24 and 26) arranged at the outlet wherein the filter 
includes at least one slit shaped opening (gap between (24) and (26)) which has a first 
extension and a second extension being substantially perpendicular to the filter direction 
and to the first extension, wherein the second extension is shorter than the first 
extension (fig. 3). The recitation of the cartridge containing a particulate material is a 
recitation of intended use and does not further structurally limit the cartridge. 
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Claims 28-30, 33, 34, 36 and 39-42, Medworth further teaches the second 
extension is ~0. 254mm (col. 3, lines 9-15); the filter includes a filter element (24 and 26) 
wherein the slit shaped opening extends through the filter element (fig. 3); the filter 
includes a plurality of slit shaped openings which extend through the filter element (Fig. 
3); the filter element has a shape of a substantially plane disc (col. 2, lines 45-50); the 
filter element is formed by a first disc (24) and a second disc (26) which are arranged 
substantially parallel with each other and separated from each other by an interspace 
that form the slit shaped opening (fig. 3); the interspace is formed by distance members 
(36) arranged in the interspace between the discs each of the distance members having 
a predetermined height corresponding to the second extension (fig. 1,3); each of the 
distance members includes a projection extending from one of the first disc and the 
second disc (fig. 1 ,3); and the first disc is provided with at least one aperture forming an 
outlet passage to the interspace and the second disc in provided with at least one 
aperture forming an inlet passage from the interspace (fig. 3). 

10. Claims 1, 9-12, 14, 15, 23, 24, 32-35, 37, 44 and 52-57 are rejected under 35 
U.S.C. 102(e) as being anticipated by Barlow US 6 776 907. 

Claim 1 , Barlow teaches a filter including at least one slit shaped opening (40) 
having a first and second extension, the second extension being substantially 
perpendicular to the filter direction and to a first extension and a second extension is 
significantly shorter than the first extension (fig. 4). The recitation of the filter being for a 
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cartridge containing a particular material is a recitation of intended use that does not 
further structurally limit the filter. 

Claims 9-12, 14 and 15, Barlow further teaches the first extension is substantially 
perpendicular to the filter direction (fig. 3,4); the filter includes a filter element, wherein 
the slit shaped opening extends through the filter element (fig. 3,4); the filter includes a 
plurality of slit shaped openings which extend through the filter element (fig. 3,4); the 
first extension of each slit shaped opening extends in a radial direction towards a center 
point of the filter element (fig. 3,4); the filter element has a conical shape (fig. 3,4); and 
the filter includes a peripheral support portion connected to the filter element (fig. 3,4). 

Claim 23, Barlow teaches a cartridge including: an inner space, an inlet, an 
outlet and at least a first filter (38) arranged at the outlet wherein the filter includes at 
least one slit shaped opening (40) which has a first extension and a second extension 
being substantially perpendicular to the filter direction and to the first extension, wherein 
the second extension is shorter than the first extension (fig. 1 ,3,4). The recitation of the 
cartridge containing a particulate material is a recitation of intended use and does not 
further structurally limit the cartridge. 

Claim 24, Barlow further teaches a second filter (18) arranged at the inlet, the 
second filter includes at least one slit shaped opening (20), which has a first extension 
and a second extension being substantially perpendicular to the filter direction and to 
the first extension, wherein the second extension is significantly shorter than the first 
extension (fig. 1,5). 
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Claims 32-35, 37, Barlow further teaches the first extension is substantially 
perpendicular to the filter direction (fig. 3,4); the filter includes a filter element, wherein 
the slit shaped opening extends through the filter element (fig. 3,4); the filter includes a 
plurality of slit shaped openings which extend through the filter element (fig. 3,4); the 
first extension of each slit shaped opening extends in a radial direction towards a center 
point of the filter element (fig. 3,4); and the filter element has a conical shape (fig. 3,4). 

Claim 44, Barlow teaches a cartridge including: an inner space, an inlet, an 
outlet and at least a second filter (38) arranged at the inlet wherein the second filter 
includes at least one slit shaped opening, which has a first extension and a second 
extension being substantially perpendicular to the filter direction and to the first 
extension, wherein the second extension is significantly shorter than the first extension 
(fig. 3,4). 

Claims 52-57, Barlow further teaches the first extension is substantially 
perpendicular to the filter direction (fig. 3,4); the filter includes a filter element wherein 
the slit shaped opening extends through the filter element (fig. 3,4); the filter includes a 
plurality of slit shaped openings which extend through the filter element (fig. 3,4); the 
first extension of each opening extends in a radial direction towards a center point of the 
filter element (fig. 3,4); the filter element has a conical shape (fig. 3,4); and the filter 
includes a peripheral support portion connected to the filter element and abutting an 
inner wall of the cartridge (fig. 3). 
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11. Claims 22, 43 and 60 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Kahana '214. 

Kahana teaches the filter of claims 1 , 23 and 44 but does not teach how the filter 
is made. "[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe , 227 USDQ 964 (1985). The process of making the filter of Kahana is deemed 
a structural alternative to the process of injection molding. 

12. Claims 2-8, 25-31 and 45-51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kahana '214. 

Claims 2, 25 and 45, Kahana teaches the filter and cartridge of claims 1 , 23 and 
44 where the filter has a length in the filter direction and where the filter has sufficient 
strength to be self supporting but does not teach the length in the filter direction being 
significantly greater than the second extension. The only different between the prior art 
and the claimed invention is a recitation of relative dimension. [W]here the only 
difference between the prior art and the claims was a recitation of relative dimensions of 
the claimed device and a device having the claimed relative dimensions would not 
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perform differently than the prior art device, the claimed device was not patentably 
distinct from the prior art device, Gardner v. TEC Systems, Inc., 220 USPQ 777 (1984). 

Claims 3-7, 26-30 and 46-50, Kahana teaches the filter and cartridge of claims 1 , 
23 and 44 but does not teach the specific dimensions of the second extension. The 
only difference between the prior art and the claimed invention is a recitation of relative 
dimension. [W]here the only difference between the prior art and the claims was a 
recitation of relative dimensions of the claimed device and a device having the claimed 
relative dimensions would not perform differently than the prior art device, the claimed 
device was not patentably distinct from the prior art device, Gardner v. TEC Systems, 
Inc., 220 USPQ 777 (1984). 

Claims 8, 31 and 51 , Kahana teaches the filter and cartridge of claims 1 , 23 and 
44 where the filter is made of a plastic (col. 2, line 56) but does not teach the filter being 
polypropylene or polycarbonate. These polymers are very well known in the art to be 
used to make a filter and would have been obvious to one of ordinary skill in the art at 
the time of invention because of their resistance to corrosion, ease of manufacture and 
relatively cheap cost. 



Claims 17, 38 and 59 are rejected under 35 U.S.C. 103(a) as being 



13. 



unpatentable over Kahana '214 in view of Correge et al. US 4 421 646, Weis et al. 



US 3 730 348 and Marks US 3 317 044. 
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Kahana teaches the filter and cartridge of claims 10, 33 and 44 where the slit 
shaped opening of the filter element has a first and a second end but does not teach the 
second extension increasing from one end to the other. Changing the cross section of 
the slit over the length is only a change in the shape of the slit and is very well known in 
the art as shown in Correge, Weis and Marks. The configuration of the apparatus is a 
matter of choice which a person of ordinary skill in the art would have found obvious 
absent persuasive evidence that the particular configuration is significant, In re Dailey, 
149 USPQ 47 (1966). Also, all the claimed elements, i.e. the shape of the slit, were 
known in the prior art and one skilled in the art could have combined the elements as 
claimed by known methods with no change in their respective functions, and the 
combination would have yielded predictable results to one of ordinary skill in the art at 
the time of the invention, KSR International Co. v. Teleflex Inc., 82 USPQ2d 1385 
(2007). 

14. Claims 18-21 and 39-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kahana '214 in view of Medworth US 5 976 370. 

Medworth teaches a filter having a first disc (24) and a second disc (26) which 
are arranged substantially parallel and separated from each other by an interspace that 
forms a slit shaped opening 
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15. Claims 16 and 58 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Barlow '907 in view of Richmond US 5 545 318. 

Barlow teaches the filter and cartridge of claims 15 and 57 where the peripheral 
support portion has a peripheral surface but does not teach a plurality of ridges. 
Richmond teaches a peripheral support (66) for a filter that includes a plurality of ridges 
(88) projecting from the peripheral surface and abuts an inner wall of a cartridge, 
wherein a thin gap (90) is formed between the peripheral surface and the inner wall, the 
gap providing a further passage for fluid (fig. 4,8). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the peripheral support 
as taught by Richmond with the filter of Barlow because the flange passages allow for 
increased flow through the filter (col. 6, lines 1-2). 

Conclusion 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN KURTZ whose telephone number is 
(571 )272-821 1 . The examiner can normally be reached on Monday through Friday 
8:00am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on 571-272-1376. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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